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In re Application of LENIAL et al ' 

U.S. Application No.: 09/601,278 DECISION ON PETITION 

Int. Application No.: PCT/TL99/00057 

Int. Filing Date: 29 January 1999 UNDER 37 CER 1.47(a) 

Priority Date: 29 January 1998 , 
Attorney Docket No.: Pil4Z&JJS_ : 
For: AN AUTOMATIC METHOD OF : 
CLASSIFYING MOLECULES 

This is in response to applicants' "A Renewed Petition Under 37 C L47(a)" filed 
13 August 2001, requesting that the present application be accepted for United States national 
stage processing without the sign^iure of one of the fo 



BACKGRQTJNP 

On 29 January 1999* applicants filed international application PCT/EL99/00057, which 
claimed priority of an earlier United States application filed 29 January 1998. A copy of the 
international application was communicated to the USPTO from the International Bureau on 
05 August 1999. A Demand for international preliminary examination, in which the United States 
was elected, was filed on 13 August 1999, prior to the expiration of nineteen months from the 
priority date. Accordingly, the thirty-month period for paying the basic national fee in the United 
States expired at midnight on 3 1 July 2000 (29 July 2000 was a Saturday). 

On 3 1 July 2000, applicants filed national stage papers in the United States. The 
submission was accompanied by, inter alia, authorization to charge the requisite basic national fee 
required by 35 U.S.C. 371(c)(1) and an unsigned declaration. 

On 22 August 2000, the United States Designated/Elected Office (DO/BO/US) mailed a 
Notification of Mssing Requirements Under 35 U,S,C, 371 (FormPCT/DO/EO/905), indicating 
that an oath or declaration in compliance with 37 CFR 1 ,497 must be filed along with a surcharge 
under 37 CFR 1.492(e) for providing the oath or declaration later than thirty (30) months from 
the priority date. 
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On 22 February 200 1, applicants filed a petition under 37 CFR 1 .47(a) alonfc with a 
declaration signed by three of the four joint inventors and not signed by inventor Golan Yona. 

On 12 June 2001, the PCT Legal Office of the USPTO mailed a decision dismissing the 
22 February 200 1 petition for failure to demonstrate that a bona fide attempt was made to present 
a copy of the complete application papers to Yona for signature and for failure to show that Yona 
refuses to join in the application. 

On 13 August 2001, applicants filed the present renewed petition. The renewed petition 
states that it is accompanied by an affidavit from Renee Ben-Israel 

DISCUSSION 

A petition under 37 CER 1 .47(a) must be accompanied by: (i) an oath or declaration by 
each applicant on his or her own behalf and on behalf of the nonsigning joint inventors, (2) factual 
proof that the missing joint inventors refuse to join in the application or cannot be reached after 
diligent effort, (3) the fee set forth in §l.l7(i), and (4) the last known addresses of the nonsigning 
joint inventors. 

Applicants have previously satisfied items (1), (3), and (4) above. 
With regard to item (2) above> MPEP 409.03(d) states ih relevant part, 

Where a refusal to sign the application papers is alleged^ the 
circumstances of this refusal must be specified in an affidavit or 
declaration by the person to whom the refusal was made. Statements by a 
party not present when an oral refusal is made will not be accepted 

Before a refusal can be alleged, it must be demonstrated that a 
bona fide attempt was made to present a copy of the application papers 
(specification, including claims, drawings, and oath or declaration) to the 
nonsigning inventor for signature. A copy ofthe application papers . 
should be sent to the last known address of the nonsagnrng inventor, or, if 
the nonsigmng inventor is represented by counsel, to the address of the 
nonsigning inventor's attorney. 

When there is an express oral refusal* that fact along with the 
time and place of the refusal must be stated in the affidavit or declaration. 
When there is an express written refusal, a copy of the document 
evidencing that refusal must be made part of the affidavit or declaration. 

When it is concluded by the 37 CFR 1,47 applicant that a 
nonsigning inventor's conduct constitutes a refusal, all facts upon which 
that conclusion is based should be stated in the affidavit or declaration. If 
there is documentary evidence to support facts alleged in the affidavit or 
declaration, such evidence should be submitted Whenever a nonsigning 
inventor gives a reason for refusing to sign the application oath or 
declaration, that reason should be stated in die affidavit or declaration. 
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In the present case, applicants have not demonstrated that a bona fide attempt was made 
to present a copy of the complete application papers (including specification, claims, drawings, 
and oath/declaration) to the nonsigning inventor Yona for signature. The affidavit of Renee Ben- 
Israel states thai a copy of the declaration and power of attorney was sent via facsimile to Yona 
on 03 October 2000 (see paragraph 7 of Ben-Israel's affidavit). However, the affidavit does not 
establish that any attempt was made to present the specification, claims, and drawings to Yona. 
Furthermore, B en-Israel's affidavit specifically states, "I did not forward him a copy of the Subject 
Application." (See paragraph 8 of Ben-Israel's affidavit). Ben-Israel's affidavit states that 
statements made by Yona in an electronic mail message dated 02 November 2000 show that Yona 
reviewed the application (see paragraph 8 and Exhibit 4 ofBen-Israel's affidavit), Ben-Israel's 
affidavit further states that a letter dated 27 December 2000 indicates that Yona has "obtained a 
copy of the PCT" (see paragraph 9 and Exhibit 5 of Ben-Israel's affidavit). However, MPEP 
409.03(d) requires that a bona fide attempt be made to present a copy of the application papers to 
the non-signing inventor for signature. No evidence has been provided regarding any such 
attempt by applicants. Therefore,, it is unreasonable to conclude at the present time that Yona 
refuses to join in the application. n 



Because applicants have failed to satisfy item (2) above, the renewed petition under 
37 CFR 1.47(a) is DISMISSED without prejudice. 

If reconsideration on the merits of this petition is desired, a proper response must be filed 
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file a proper 
response will result in abandonment of the application. Any reconsideration request sliould 
include a cover letter entitled "Renewed Petition Under 37 CER l,47(a)< M 

Please direct further correspondence with respect to this matter to the Commissioner for 
Patents, Box PCT, Washington, D.C 2023 1, and address the contents of the letter to the 
attention of the PCT Legal Office. . 



CONCLUSION 




BiyanTung 
PCT Legal Examiner 
PCT Legal Office 



Telephone: 703-308-6614 
Facsimile: 703-308-6459 
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In re Application of LINIAL et al 
U.S. Application No.: 09/601,278 
Int. Application No,: PCT/IL99/00057 
Int. Filing Date: 29 Jaimaiy 1999 
Priority Date: 29 January 1998 
Attorney Docket No.: P-1476-US 
For: AN AUTOMATIC METHOD OF 
CLASSIFYING MOLECULES 



Lin*** <5M^* tfe££f n, 5^ ori ? rfor Patents 
united States Patent and Trademark Office 

Washington, D.d 20231 



RECEIVE D 
1 7 -06- 2001 

HTAN. PEARL lATZEfl & (.u.yJ-ZEDEK 



DECISION ON PETTTrON 
UNDER 37 CER 1.47(a) 



mm m i ^°? tB to a PP^s' "Petition Under 37 C JJL 1.47(a)" filed 22 February 

2001 requesting that the present application be accepted for United States ntiJaSZT* 
processing without the signature of one of the four joint inventors. 



/^l^^ 19 ^^^^ Which 
clamed pnonty of an earlier United States application filed 29 January 1998 AowrfSr 

05 August 1999. A Demand for xnternational preliminary examination, in which the United States 

SLSSi T ^ ° n , "^P* 19 "' Pri ° r t0 ^ of -ontLwthe 

pnorrty date. Accordnigly, the thirty-month period for paying the basic national fee in*e United 

States expired at midnight on 31 July 2000 (29 July 2000 was a Saturday). 

mW 0n 3 1 J«ly 2000, applicants filed national stage papers in the United States The 

"TT 37 must b. fled ^ ^."SSJ 

££tari££i ^ } ^ *" - "' dKlarato ' ttan thirty (30) momh, ftom 



, ... on6l7 

EI TAN PEARL LPTTZER+COHEN-ZEDEK 
.APR. 2002 16 ; 34 EITHn rc- 

Application No.; 09/601,278 -: 



On 22 February 2001, applicants filed the present petition along with the appropriate 
extension of time fee. The petition states that it is accompanied by, inter cilia: 1) a declaration 
signed by three of the four joint inventors and not signed by inventor Golan Yona; 2) an affidavit 
of Renee Ben-Israel, and 3) an authorization to charge the requisite petition fee. 



DISCUSSION 

A petition under 37 CER 1.47(a) must be accompanied by: (1) an oath or declaration by 
each applicant on his or her own behalf and on behalf of the nonsigning joint inventors, (2) factual 
proof that the missing joint inventors refuse to join in the application or cannot be reached after 
diligent effort, (3) the fee set forth in §L 17(31), and (4) the last known addresses of the nonsigning 
joint inventors. 

With regard to item (1) above, applicants have submitted a declaration signed by three of 
the four joint inventors on their own behalf and on behalf of the nonsigning inventor Yona. 

With regard to item (2) above, MPEP 409.03(d) states in relevant part, 

Where a refusal to sign the application papers is alleged, the 
circumstances of this refusal must be specified in an affidavit or 
declaration by the person to whom the refusal was made. Statements by a 
p arty not present when an oral refusal is made will not be accep ted. 

Before a refusal can be alleged, it mast be demonstrated that a 
bona fide attempt was made to present a copy of the application papers 
'(specification, including claims, drawings* and oath or declaration) to the 
noosigoing investor for, signature. . A copy of the application papers 
should be seat to the last known address of the nonsigning inventor, or, if 
the nonsiguinE inventor is represented by counsel, to the address of the 
nonsigning inventor's attorney. 

When there is an express oral refusal, that fact along with the 
time and place of the refusal must be stated in the affidavit or declaration. 
When there is an express written refiisal, a copy of the document 
evidencing that refusal must be made part of the affidavit or declaration 

When it is concluded by the 37 CFR 1 .47 applicant that a 
nonsigning inventor's conduct constitutes a refusal, all facts upon which 
that conclusion is based should be stated in the affidavit or declaration If 
there is documentary evidence to support facts alleged in the affidavit or 
declaration, such evidence should be submitted Whenever a nonsigning 
inventor gives a reason for refusing to sign the application oath or 
declaration, that reason should be stated in the affidavit or declaration. 

In the present case, applicants have not demonstrated that a bona fide attempt was made 
to present a copy of the complete application papers (including specification, claims, drawings, 
and oath/declaration) to the nonsigning inventor Yona for signature. Although the affidavit of 
Renee Ben-Israel states that a copy of the declaration and power of attorney was sent via 
facsimile to Yona around 03 October 2000 (see paragraph 8 of Ben-Israel's affidavit), the affidavit 
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does not establish that the specification, claims, and drawings were ever presented to Yona. Ben- 
Israel's affidavit states, 11 As is evident from the e-mail dated November 2, 2000, Golan Yona 
reviewed the PCT Application" (see paragraph 9 of Ben-Israel's affidavit). However, applicants 
have not provided an affidavit of the person having firsthand knowledge of the PCT application 
(including specification, claims, and drawings) being presented to Yona. 

Furthermore, applicants have not provided adequate proof of Yona's purported refusal to 
sign the application papers. Ben-Israel's affidavit states that Ben-Israel made numerous attempts 
to obtain Yona's signature on the declaration (see paragraph 10 of Ben-Israel's affidavit), yet feils 
to provide any details regarding the alleged attempts. Thus, it would be inappropriate at the 
present time to conclude that Yona. refuses to join in the application. 

With regard to item (3) above, applicants have provided the requisite petition fee. 

With regard to item (4) above, the petition states the last known address of the nonsigning 



If reconsideration on the merits of this petition is desired, a proper response must be filed 
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file a proper 
response will result in abandonment of the application. Any reconsideration request should 
include a cover letter entitled "Renewed Petition Under 37 CKR 1.47(a)." No additional petition 
fee is required. 

Please direct further correspondence with respect to this matter to the Commissioner for 
Patents, Box PCT, Washington, D. C. 2023 1, and address the contents of the letter to the 
attention of the PCT Legal Office. * 



inventor. 



IS 




Because applicants have failed to satisfy item (2) above, the petition under 37 CFR 1 .47(a) 
^ITSgED without prejudice. 





PCT Legal Examiner 
PCT Legal Office 



Richard Cole 

PCT Legal Examiner 

PCT Legal Office 



Telephone: 703-308-6614 
Facsimile; 703-308-6459 
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^ fl f r™™ ANP fniP ftR Qf ATTQBNflY "FOR PATENT 
As a, below named inventor, I hereby declare That: 

My leddence, post office address and dskea^^^stasj^h^^ra^w^ia^ 

I believe diailam the origJnal, .first and sole inventor of the subject natter which is 
claimed and for which a patent la sought on Hie invention entirled 

AN AUTOMATIC METHOD OF CLASSIFYING MOLECULES 
die Specification of which ' 

r~i X9 BHaehed hereto 

pd -was Ekd cm Jnuitary 29, 1999 

23 as Application Serial No. TKX/BSmnSt 

aad £aa amended cm (if applicable). 

T hereby state lia£ I hav* reviewed sod tajdetstaad the coattfflts of the awfrideadflrd 
Spedficatloa, iflcludiflg the claim, as aaurrtfed by axtf amecdmant referred to above, 

I ackntfBtedjsllwdffly to disclose iatoffl(to^taB«^totottmd^tooftto 
^icaS^^*^ Tale 37, Code of Federal Regolaicms, 1.5*00- 

t w*>™ dak ftreimwicinty benefits xnida $tle 35, IWted States Code, §119 of any 
nrovisi i5SSi^^SS e d State m accords 35 U.S.C. §l.H9(j), or ay 

ora* fbrdgn «tdtaaa40 fer palm or 
IttrtHolUSSi r MfB ^pBtttion ibr patent fcvaitox's ccroficate having a 
filing date before titsL <rf the agitation on which priority » ctonn«. 



gwaa> yes 

60/072,977 tJS 2Wta "2 to 

I hereby claim the benefit under Title 35, United States Code, gl^ofaayU^ Ste 
^plication listed bclo^, mL insofar as the wbjentwterof each of ite 
fcWtdisetoai many prior United 4 (States application m the ™*«P^^^5 
Jr^^T^r357tSS Slates Cpds. f 112, 1 acfaowlodge ftp dmy to ^^^^ 
SSSoTas ctafimi in TStfc 37, .Code of Federal ^^^SS^f£^ 

of ihis^>pUcatioa: ^ 

V I- 

i ;■ 
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APPLICATION 
NO. 



"PCT/IL99/000S7 



PILING DATE 
rnAY/MONTE/YEAR) . 



Attorney Docta* Ha. : P-l ttWS 



STATUS -PATENTED, 
PENDING. ABANDONED ■ 



please address all correspandeflcs 



to: 



STAN, PEARL, LAtZEft, * 

ONE CRYSTAL PARK, SUITE 310 
2011 CRYSTAL DRIVE 
ARLINGTON, VA 22201-3709 

Dkect all tatephnne calls to 486-0600 and all ficamiles at C703) 4S6-C80& 



KM. NAME OP INVENTOR: UNttL,MW»l 

FULL RESIDENCE AEDHES: J^"^"** 



COXJNTRYOFCinzBNSHff: :&*d 

HILL POST OFFICE ADDRESS: same 

SIGNATURE OF INVENTOR 

DATE_ 



.1- 



2 y 



^ EITfiN PERRL LPTZER.COHEN-ZEDEK .nuS 

4. APR. 2002 16' 36 EIlm LflW OFFICE • ^) 

Ariaaey Docket No.: P-147&-US 

FULL NAME OP INVENTOR; LBffAL, Naflan 

FULL RESIDENCE ADDRESS: 18 Not Shaman. Street, Apt 17 

Jerusalem 93707, Israel 

COUNTRY OF OnZENSBTP: Israel 
FULL POST OFFICE ADDRESS; 
SIGNATURE OF INVENTOR 




2^oo 



FULL NAME OF INVENTOR: TJSHBY, Naftali 

FULL RESIDENCE ADDRESS: ejSa&haa. Street, Jerusalem 969Stf* Israel 

COUNTRY OF CITIZENSHIP- Israel 

FULL POST OFFICE ADDRESS: saxas 

SIGNATURE OF INVENTOR _ 

™t» O ft. \ 

I 

FULL NAME OF INVENTOR: YONA, Golan 

FULL RESIDENCE ADDRESS: 3 Baraa Street, Rehovot 7<Q10, Israel 

COtEOTYOFCIIXZENSHJP: tead 

FULL POST OFFICE ADDRESS: «ame 



SIGNATURE OF INVENTOR L 

DATE 



i,inceTi e-a.^T Twa^'firaJ'CT 
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Subject: [Fwdi Patent status report and docs for signature re Protomap patent] 
Date: Tue, 17 Oct 2000 1330:16 +0200 
From; Renee Ben-Israel <renee@yissumxo.il> 
Organization: Yissum 

To; Ookn Vona <golan@giflto1eLeta11ford.0du> 

[tear Golan/ 

I tried calling you yesterday night but was told that you weren't in. 
I'll try again later today. 

Any news with the docs? If you have any question , please 1st lue Jttiow, 
Thank you. 

Renee ■ 



Renee Ben-Xezael 

Intellectual Property Manager 

Yissm Research Development Co, 

of the Hebrew Oniversity of Jerusalem 

POfc 4279, Jerusalem 91042, XL . 

Tel: 9*72-2-563-4880(0X11 204) F 5 x: $72-2-5^6-0331 



Subject: Patent status report and docs for signature re Protomap patent 
Dates Tile, 03 Oct 2000 12:20:05 +0200 
From: Renee Ben-Israel <tfenee@yisswn. co-il> 

Organization: Yissuin 

To: Golan Yona <golan@giinmeLfitanfbrd r edu> 
CC; 'linialMichal, Dr," <naichall@leoiianio.&,liuji.aoJl> ) 
"UnialNaiun, Prof" <qi2tti@csJltlji.acJl>,' 
"Tishby Naftali, Prof" <dM3y@csiuji.ac.il> 

Dear Golan, 

Please accept my apologies fir fhe tardiness of my letter, in fact I understood that you were supposed 
to be here before Rosh Hashana and therefore didn't send you any papers by mail. Now, I understand 
that you art scheduled to arrive this week but in order to expedite matters, TU fax you the documents 
for your signature as well as the other requested papers. 

The docs are the ones related to the US application, namely ; Declaration and Power of Attorney and 
Assignment, please sign with blue ink beside your name, thank you- For your information and this 
may also be a good opportunity to update Micbal, Ndty and Taly too in a more detailed way, the 
patent status of this case is as follows: ^ ^ A ^ 

Following the first Provisional application filed in January 199S we have subsequentely (January 
1999) filed a PCT application designating "all countries". The PCT application was published in 
August 5, 1999, publication no. WO 99/391 74 (a copt of the front page is attached in the fax). The 
countries designation, in feet, gives you, within 18 months fiom its filing, the possibility of choioe 
among the "all countties M list, in which countries you toally intend to have the patent valid After 
long deliberations, we have finally settled for the USA, Einope and Japan considering that these are 
the most important markets for the technology. The expected actions now are Examination in each of 
the countries, separately, until the final allowance and granting of the same patents. In the US it may 
take around a year before we receive a first Office Action, in Europe a bit longer and in Japan we 
have 7 years before Examination unless we request an Expedite Process. 

Apart from that 1 am attaching to the fax the Hamtsaat Shemt form provided by the inventors prior to 
the filing and the Hotaot Hsnhsla 1 5-001 as a reference, I think that these are the papers you 
requested, v 

Should yon have any question, please dont hesitete contacting me. 



, imaj 



As for the other issues, Imay send it to you in a Separate letter, or let's discuss it when you're here. 
Best regards and sftana tova, 
Retiee 



Renee Ben-Israel 

Intellectual Property Manager 

Yissum Research Development Co. 

of the Hebrew University of Jerusalem 

POB 4279, Jerusalem 91042, IL 

Tel: 972-2-563-4880(ext 204) Fax; 972-2-566-0331 



2 of 2 



mo/oai3:3( 



4. APR. 2002 16:37 



EI TAN PEARL LATZER+COHEN-ZEDEK 



EXHIBIT 4 



4. APR. 2002 16:37 EITPN PEPRL LATZER+COHEN-ZEDEK 



Subject; Re: 

Date: Tue, W Nov 2000 10:25:35 -0800 (PST) 
Ftomi 0 ldtl Yona <golan@gifnmel.stanforiedu> 
To: Reaee Ben-Israel <3-c±iee@yissuiii-coil> 

Dear Noemi 

Please send documents to that address. 
Golan 

Golan Yona 

*/ 

Department of Structural Biology 
Stanford University 
Pairchild Science Building D-109 
Stanford, California 94305-5126 
U.S. A 

http: //c5b.3tan£ordiedu/cfolan/ 

Phone: (550) 725-0754 Fax: (650) 723-S4 64 

On Tue, 14 Nov 2000, Ren.ee Ben-Israel wrote: 

> Dear Golan, 

> Please let us have your mailing sddr&ss r in order to send you a copy of a 
letter I 

> concerning the prosecution of one of the potent applications- 

> thank you 1 

> Noemi berner 

> Intellectual Property Yiaswi 
> 

> Gel en 3Tona ureter 
> 

> > Pear .Renee v 

> > ;. 

> > We will call you either jnondsy jnorning;, or* monday 

> > afrerjioc?ji, your txrne. There i* no need ,for: : a conference 

> > call yer- flte vould 2i*e j/urt to clarify few Issues* 

> > When are you available at your office? r 

> > r 

> > Golan 

> > 

> > On Thu, 2 Nov 2000, Renee Ben -Israel wrote-; 

> > ? 

> > > 2>ear Golan, 

> > > 

> > > 1 dJM sorry, I don't thin* th£* discussion Is leading- us anywhere. You 

> > > certainly have the right to see che facts as you see them and all I can do 
is 

> > > to try and explain to you Yissum** procedures vis-a-vis inventors * 
updating- * l 

> > > ffhen ftre decide to -Tile an application we; reguest a "to-fes Bamtsast Shervt" 

> > > from the inventors where they disclose/ 'among other details* their 
invention/ t 

> > > funding they may hefve received, tne JUstS; of inventors and their 
proportional i 

> > > rights, personal data as addresses, citizenship, etc. Since the request is 

> > > usually done by one of the inventors and! when all of them belong to trie 
seme \ 

> > > institution we typically correspond wittii one investor only. When the 
invention 

> > > is developed by snore than one institution we correspond with the other 

> > > institution, as mil, we have an Inter Institutional agreement signed 
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jeCwen rW#B , ete . HaV i Aff all partiea agreed e, we proceed with tiie 

> > > Ttil usual procedure is to send it to a patent attorney to .have it drafted 

l >> > the best possible way in order to provide us with the best and broadest 

> > > possible patent protection. _ ... , 

> > .> in tie case of this file, since we started with a Provisional filing based 

°> > > a paper written by 4 persons of the HVJI this wasn't done, we sent the 

P >Tl to Bitan, Pearl, ecc. and after receiving zhelr ok, it was filed "as is" in 

> > > the OS PTO. At this stage you vsre-my "contact person" but some time 

> > > afterwards you left and I sent the correspondence to V*bi. 

> > > A year later, when we reached the end of the Provisional filing we had to 

> > > decide on the next steps and since this ^as considered a good project and 

>*> > had received funding from the Horowitz fund (I believe you are acquainted 
Tl h > this fact since I can see your signature in the Horowitz fund document 

i St >l r) we decided to file it in the PCX. At zhis : point, we requested Bit*&, Pearl, 

> ? > etc office to draft the patent as usual ' fin the best and broadest possible 

> ? > way; and this is exactly what was done and what any sensible patent owner 
I > > JLild have done. I have a Power of Attorney form signed by Yissw'a CEO 

T> > all the inventors (including yourself) in my file. A copy of the PCT 

> > > publication was sent to Natl in September 1999, 

>>> The next step was til. National Phase (Ouly 2000), here we had to decide in 

> > > which countries we ranted to keep the application. Tnere were long 

> > > deliberations since we typically won't incur suoh expenses without a 

> > J Usee's B^or?, but £ finally folded to file it in the « pe and 

> > > Japan. The decision Is YiBSUBi's decision only since this is Yissum s 

> > > proprietary know-hot, and the costs are botne by Yissum. We appreciate 

> > > receiving inventors' feedback but the final decision is Xisaum's one. 

TTi d we decide to drop tfl« entire portfolio it'/ a our prerogative to do so. What 
T> > usually do in Chese cases is to present t*« inventors the option of keeping 
> at their own expense. Since thle wasn't the case, you weren't offered this 

*>t.> \Ti°t'eld you previously, yov are certainly entitled to see the facts from 

> > > your point of view, but fro* Xisewn's standpoint this was * regular 

^^ll* correspond with one inventor only assuming that the group works 

TV? Should yoM want to receive information ftom our office, you are welcome to 

>>> te^lr* the' OS and European versions: I haven't yet received them from 

f*arl office but they are both based in the PCT version. I have tne 
Japanese 

> > > translation if you are interested in it. 

> * > I Done to have clarified the Xtetter. Should you have ai>y ?uMtiM*/ pl^ee 

> > > don't hesitate contacting me. X would also lite to suc^st a co/iference 

> S > 2 > between you, Prof* Levitt, Rachel Bentov, Neti, Tali and me (Michal is away 

> fc > > the moment) in order to overcome the problems. Please let me know what is a 

> > > suitable time for yov. Thank you, 

** 

> > > ; 

> > > Sincerely 

> > ? ? 

> > > Renee 

> > > ; 

> > > 
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> > > 

> > > Golan Yotxa wrote: 

> > > 

> > > > pe&r Renee 

> > > > 

> > > > I'm writing you this email in response to repeated claims by you and 
Natl. 

> > > > 

> > > > It is true that we had a few phone conversa tion$ before I left HUJI but 

> > > > our interaction wa$ very limited. I*m puzzled toy your/Nazi's repeated 

> > > > claims that I have seen the patent application before* The application 

> > > > clearly uses text that I wrote only afper X left HUJX* Moreover, part of 

> > > > the text is incorrect and I would have excluded it, had I seen the 

> > > > application before- 

> > > > 

> > > > I 'm surprised that Nati, Micnal, Tali and Ylsswi did not check 

> > > > the facts before stating false claims. The TACTS are; (I) a draft of the 
?> > > > application was jsever handed to me. (2} the application uses text that I 

> > > > wrote after I left HUJI, (3) this text was modified by somebody in a way 

> > > > that would not have been approved by me. 

> > > > 

> > > > J think we should move on now, 

> > > > 

> > > > Sincerely, 

> > > > (Solan 

> > > 

> > > ~- 

> > > Renee Ben-Israel 

> > > Intellectual Property Manager h 

> > > Yls&urt Research Development Co, 

> > > of the Hebrew University of Jerusalem 

> > > Pas 427$, Jerusalem 91042, XL 

> > > Tel; 972-2-563-4880 (ext 204) Fax: 972-2-565-0331 

> > > 

> > > 
> 

> -- 

> Renee Ben-Israel 

> Intellectual Property Manager 

> Yissum Research Development Co. 

> of the Hebrew University of Jerusalem ! 

> POB 427$, Jerusalem 91042, 1L 

> Tel: 972-2-5 63-4880 (ext 204} Faxi 972-2-566-0331 

> 

> «- 
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WIE1RA. FUCH9** ( Adv. 
Corporate Division 
ME1R DAHAN, Adv. 
intellectual Pmpirty Dfcteion 

MEI* DAMAN, Adv, 

ARYEH UTT, Adv. 

MEJRA. PUCHS". Adv\ 

DR. MARK WL FRIEDMAN%Adv/. ( PstirHAtt. 

BflOSHE DISTAL, Adv. 

YEHUDA HaMM"*, Adv. 



DR. MARK FRIEDMAN & CO, 

ADVOCATES & PAI'liNT ATTOJLNEY.S 

67897 *>aN bfl ntrip ,? tPtfnNn 'm ,aibMi»t> ai>a 
Samuetcrff Building, 7 Haomanlm Street, 4th Floor 
Tt»i Aviv erm.-ishuii 

T&LEPHONS: 9723 5S25S53 
FACSIMILE: 972 3 561 1333 : rPiWDpa 
EMAIL patentsgfrtedpatcom 
WEBSITE: VbWr,raraeNpatorit.CQni 



nnanoinn 
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also adnrnwd in Texas 
SlCD ^dmltiod In M&w York 



December 27, 2000 
WITHOUT PREJUDICE 



MR, MOTI PERLMOTBR, CEO 
YISSUM RESEARCH DEVELOPMENT COMPANY OF 
THE HEBREW UNIVERSITY OF JERUSALEM 
POB 4279. JERUSALEM 91042 t 



BY MAIL 



AND ALSO BY FAX: 02-566 0331 



Re; Dr. Yona Golan * Protpft la p 

— - Dear Sirs, - • .- 

On behalf of our client, Dr. Golan Yona. I am writing to you again and 1 hereby repeat 
my letter dated October 26, 2000, to which regrettably you didn't reply, It seems to me outrages 
i tuit 1 have not yet received any comment from you ,on the issues mentioned in my letter. I 
repeat my client allegations regarding the matter, as follows: 

1 . As a footnote, it should be noted that neither Cornell University nor Stanford University 
have or claim any rights in the Invention (as defined below) or in the ProtoMap Internet site. In 
addition, neither of these universities make any commercial use of the Invention and of the 
above Internet site and they also- have no intention of doing so. Therefore it is pointless to 
address these universities with this issue, 1 strongly suggesr you to address me as Dr. Golan's 
attorney with any matter concerning this issue and I am still looking to have your reply to my 
letters. 

2. Rights in the Invention: 

(a) Our client is the inventor of an Automatic Method of Classifying Molecules (The 
Invention). Our client own 80% (eighty percents) of the Invention. The remaining 20% (twenty 
percents) of the Invention are owned together by Prof, Nathan Linial, Dr. Michal Linial and 
Prof.NaftaliTishbi. 
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December 27, 2000 



O) Our client is the legal ownet of 80% (eighty percents) in every patent or patent 
application that will be filed for the Invention of thai was already filed fox the Invention. For 
legal and factual arguments which will be brought in detail if necessary, the Hebrew University 
RegLdations which states that for the purpose of ownership in inventions a postgraduates and 
Ph.D. students will be considered as an University employee, are not relevant in our client's 
case and do not bind hitn< 

3> Rights in the Computer Programs 

(si) Dr. Yona Golan also owns the substantia] copyrights in the computer programs which 
are used for the implementation of the Invention, the use in the outcome of the subject method 
of the Invention and its representation hi the Internet sites (hereinafter 'The Computer 
Programs"), Such copyrights vests in Dt. Golan, inter alia> since he is the author and the 
creator of the Computer Programs, 

(b) In feet, your use of the Computer Programs in your Internet sites constitute an 
infringement of our client's copyrights in the Computer Programs. 

4. ftiflftbifl dftgnw^Tite in connection with the patent applications 

(a) Our client has never received from you a fonnal copy of any patent application. Our 
client will be prepared to sig» any documents which are required for the filifcg and/or the 
handling of patent applications iti connection with the Invention, including a patent application 

-that will be filed or has already been filed in the US, subject to the condition that these 
documents will rightly and truly reflect the factual inventions! and legal reality, 

(b) Although you have never sent to my client any foimal copy of the patent application, he 
obtained a copy of the PCT from the Internet, It should be noted float on primarily examination 
of the PCT It seems that the claims are exceeding the Invention 

5. You are therefore requited to proceed a$ follows; 

(a) To register our client as the owner of 80% (eighty percents)of every patent application that 
will be filed or has already been filed in connection with the Invention, 

(b) To notify our client on every agreement and/or legal engagement and/or negotiation which 
you are handling in connection with the use and/or the commercialization and/or the 
exploitation of the Invention, 

(c) In this stage our client agrees that you Will continue to use. for academic use only, the 
Computer Programs in your Internet site6 in which the ProtoMap technology is presented, 

(d) To bear our client' s expenses to enable him to devote the required time for studying the 
documents and the patent applications, 
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Sincerely yq> 

Mearaffiaii, Adv. 
Dr. > M&k Friedman & Co. 



cc: Dr. Golan Yona 



r/iliU/jcLterB/v J 70J] 0 
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26 U&lsUclA Street P. .B«t 7722, JfcroJiilfltti 91077 
Hub Ostein Home. 20 Lincoln St., Tel Aviv 61 tM 



Yehuda Raveh 
Lisa Troi* 
Hahn Stem 
Sji- j ShaJpto 
Yuval Graycv>fcy 
Carmit Bar-On 
Yehuda Glatt 
Daniel Savitch 
Uri Yamin 
Myrlam Abirbol 
Jeremy Ririejlshifcc 
Jonathan Flnlclostono 
Jonathan Leibltr 
Blnna Ben-Sadeh 
Gabriel Kubcnbnch 
Liat Rakotch 
Chngnl Ullmafi 
Mlehaei Oater 
Ronlt Raboy 
Sharon Eli dan 
Shelly BokffhJ 
Arifeh Solzer 
Daphno Fuchs 
MiittiiJi Bon Shuul 
Nir Zansmri 
Sharon Floreiititi 
Paul Lflndot 
Yaron Szilas 

Of Counsel; 

Tamar Hamncr-Ravch 
Tamar Ben-David 



J rUdalem Office VfrlOTWnvafl 

Tel.- S63S232*0Z * 

fras; &6iriol-o2 ; ops 
E<rtfiili lawftnn@yraveh.ee, 

Tel-Aviv Office a*aN->na tliyfcfl 

Fax: S*lB??M)3 it?M 
E-mail: raVfchtlv@ravehtlv.co.il 



Jerusalem, 08 January 2001 



to* 

litt'te finals 
tana 

bio 



ah- 



Mr. Meir Data an, Adv. 
Dr, Mark Friedman & Co* 
7 Haomanirn St. 
Tel Aviv 



Without Prejudice 

i; 

By registered mail and fax 03-5811333 



Dear Mr, D&han, 



Re: Yona -Yisgum 



My client, Yissurn, Research Developtaetrt Company of the Hebrew University, 
conveyed to tne your letter of December 27 th and requested that I reply as follows. 

1. Let me commence by stating that my client rejects the contents of your letter. 
My client is the legal owner of 100% of the Invention and the Computer 
Programs, as defined in your letter. , 



2. Dr. Yona was involved in the past, as an assistant researcher, in a project of 
the Hebrew University, led by three researchers (who are leading researchers 
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YEHUDA KAVfcA^ CO. - law wicbs » 3 *hj» i<Htm - 'JHUH HIT tlflfl* 

_ ^ 2 , 

26 Vibhldji Street P.O.Boj ?722, JernuUem $107? 91077 ***V)V ,7721 ,-T.fl 26 / M 

35 Shttnl HMukcb BUd r.O.Bm 33804 Tul Aviv 6J927 ' $«Z7 aiaK-4'fl ,39904 .t.fl ,35 -|*bn iWV Jivrc** 

in their field) in developing the Protomap Technology which is the basis for 
the Invention. Thereafter, a patent application in respect of the Invention was 
filed in the name of my client. 



All research leading to the Invention, as well as the scientific and academic 
developments underlying it, were carried out at the Hebrew University and 
funded thereby. The three head researchers and Dr. Yona were all, at the time, 
employees of the Hebrew University. The result of the above is that all 
inventions stemming from the research are owned by my client subject to 
University rules and regulations. Furthermore, all the researchers! including 
Dr. Yona, signed a written statement declaring the Invention a "'Service 
Invention," the result of which is fully clear to you. 



We of course reject your client's contention that he is the legal owner of 80%1! 
of any patent relating to the Invention or tht he has any rights at all in the 
Invention, though, the lead researchers agreed to grant your client 25% of any 
rights which are granted to the "inventor's", under the Hebrew University 
regulations. 



My client was in touch with Dr. Yona however they failed to reach an 
amicable understanding despite their efforts and good intentions. In light of 
the above your client is hereby required to cease all and any commercial or 
other use of the Invention and the Computer Programs and to terminate 
operation of the web site both at Cornell University and at Stanford 
University, which are violating my client's rights. 



Your early response to this letter would be appreciated. 



Cc: YisBum 




TT/6'd ZSS'OKI 
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YKHUDARAVlftft CO- -law offices )»*r wij 71 - 'fllUM tin Mill* 



@oo: 



26 tUUhkin Street P.O.Box 7722, Jeruifiiltta Mtf77 
Ral>i*0Uin Howe, 20 Lincoln fit i T«l A*!* £7134 



6713* ?'3N ,20 jMpi* 'fn Wsiail JPa 



, Yehuda Rmv^h 
Ills a Trois 
Haim Stem 
Sara ShiJafli 
Yuval Omycvi ky 
Ctmit Bar-On 
YeJmde Ctatc 
Daufel Switch 
Vri Ytknib 
Myriaai AHitb&l 
Jeremy Roietuhlae 
Jonathan Finklcstone 
Jaitathen Jjeibkr 
BJimi Bon-SQcJeli 
GaUriel Bubenbuch 
Lfut RiUotch 
CkftgaiTJllmaii 
Michael Otter 
fcapj* Rnboy 
Sharon EHd&a 
Shelly B*)t«hi 
Apitsh Hofocr 
Diphna FttChi 
MaitanBon Shut] 
wir Zfttuurl 
Sharon Slare&tlu 
Paul-Lojidcs 
YaronSitUs 

Of Counsel; 
Tarn* f Sen-David 



T** ;, Mr* Mcir Dab an 

■ 1 :;L < 



FruHti; Yehuda Glatt 



Jerusalem Office tnfrvwa f ivan 

fax: D2-561710J (J 9p<> 
E-mail: latvfi rm@yrayeK.ta.il 

Tel-Aviv Office attN-iuia f 

E-maili r&vcbtlv@r&veh£lv.eo.il 



Jerusalem, 19 February 2001 



By Fax: 



tin tvnm 
iu<-na fc'flia 

-raiain bum* 



03-5611333 
03-5525554 



JRe: Golan- Yissum«Retttinder 

Dear Mr* Dahan, 

I have not heard from you in respect of my previous fax of 16.2.01 . 

It is. of utmost importance that your client signs the forms, which are required for 
registration of the patent in the it.S. As I explained in my letter, the last date for submission 
is 22:2.01 therefore your client's urgent response is required. Let me stress that your 
client's delay will cause my client substantia) damage. 

t &n attaching, once again, my above mentioned letter; 



CCt Hence Bes«Israel 
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Yissum Research Devel pment C mpany 
ofTh Hebrew University f Jerusal m 
Intellectual Property Department 
FOB 4279, Jerusalem 91042 
Tel: 972-2-563-4880 (ext 204 or 212) Fax: 972-2-566-0331 
e-mail: renee@yissuxa.co.il or noesoi@yi6Suizi.co, il 

FACSIMILE COVER SHEET 

DATE: 2.1 Fx.V> 

FACSIMILE NUMBER: Qfr- SLV-STSH 
TO: A A\/, htj r £> c^jUo.- 



COMPANY: t>r. Mo^l-C pr^v^cw- _ 
FROM: f^-l^ 1 S-T^-ft-. I 

No. of pages (including cover): 3> 

if you do hot receive all the pages, please inform us promptly. 

Message: 



.APR. 2002 16=41 



EI TAN PEARL LATZER+COHEN-ZEDEK 



EXHIBIT 9 



I 



4. APR. 2002 16=41 



EITPN PEARL LATZER+COHEN-ZEDEK 



,on617 . nu37 ' 



Yissum Research Development Company 
of The Hebrew University of Jerusalem 
Intellectual Property Department 

POB4279, Jerusalem 91042 
Tel: 972-2-563-4880 (ext 204) Fax; 972-2-566-0331 
e-mail: renee@yissum.co.il or noerai@yissum.co.il 

13 December 2001 



Ady. Meir Dahan 
14 Gruzenberg St. 
5 th Floor 
Tel Aviv 65811 
Bv Registered Mail 



Re: US Pat Application 

National Phase of PCT/IL99/00OS7 

An Automatic Method of Classifying Molecules 

OurRef:237jl T 02 



Dear Mr. Dahan, 

Please find enclosed a copy of the above-referenced application as received from our 
Patent Attorneys. 

We would appreciate it if you could kindly forward a copy to Dr. Golan Yona. 
Thank you. 



With land regards, 



Ren6e Ben-Israel 
Vice-President 
Intellectual Property 



Encl. 
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Yissum Research Developm nt Company 
of The Hebrew University of Jeru salem 
Intellectual Property Department 

FOB 4279, Jerusalem 91042 
Tel: 972^2-563-4880 (ext 204) Fax: 972-2-566-0331 
e-mail: renee@yissum4C0.il or noemi@yi3sumx0.il 



15 December 2001 

Golan Yona, PhD 

Assistant Professor 

Department of Computer Science 

Cornell University 

5156 Upson Hall 

Ithaca, NY 14853-7501 

Bv Registered Mail 



Re: US Pat Application 

National Phase of PCT/IL99/G0057 

An Automatic Method of Classifying Molecules 

Our Ref: 2371-02 

Dear Golan, 

Please find enclosed a copy of the above-referenced application as received from our 
Patent Attorneys. A copy was forwarded to Adv. Meir Dahan, as well, 
I am also re-sending the Declaration and Power of Attorney and the Assignment forms for 
your signature. 

We would appreciate it if you could kindly sign and return the documents at your earliest 

priority. 

Thank you. 

With kind regards. 



Ren6e Ben-Israel 
Vice-President 
Intellectual Property 



End. 
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MEIR DAHAN A CO. - LAW OFFICES 



m *iw rwa - '*wn tktit Vxn 



14 Gwiiiiftuttg St, Slli flmr, Til A*t» CSS11 



02-5*17101 ^moa 



2^1 



.hMatarta two* swr^ ifion o;6m qwt> 
-^wainyyr mtatttb -iu>p*toDb n^i oro tea b^van not Mno ww* wi 

ai7r2A0A -i 11*6.2001 ,24*10.2000 wa*ma ixvn yo. 




Mortis H/ld4 
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HfcVER JERUSALEM IRPHSLffTlW . 

JERUSRLEM TfiPN ^ 

RONALMAGOaU»B 



NO- 275 p.s 



Foe (Qw 5U»2?2 
WEBSITE: vwv.djOiMawf.eoJl 



January 9. 2002 



To; 



Mr. Yehuda (Bait, Adv. 
UsaUkin24, 

P. O- ft, 77^2. Tpm^^ji 



ftfctadjAIsotyfisc 02^5617101 



Dear Colleague, 



Be: 



Jan 



assignmemofhsn^totheiQveffliotL 
26, 200(1 Jw= IS, 2001 «Bd JWy 1, 2001. 



We 



(•) Signed 1301^] 



Copy: Dr. GolaaYona 



an 
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Approved fbr use through 10/31/2002. OMB 0651-0031 
Patent and Trademark Office; US. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Ac*bflSQ5, no persons are required to respond to a collection of Information unless it displays 
a valid O MB contr ol """ffifofl ' 




PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 



Docket Number (Optional) 
P-1476-US 



In re Application of. LINIAL, MIchal et al. 

Application Numb r: 097601,270 Examiner: 

Filed; July 31 , 2000 Group Art Unit: 

For : AN AUTOMATIC METHOD OF CLASSIFYING MOLECULES 

This is a request under the provisions of 37 CFR 1.136(a) to extend the period for filing 
a response in the above identified application. 

The requested extension and appropriate non-small-entity fee are as follows 
(check time period desired): 

Lame Entity Fee 

□ One month (37 CFR 1.17(a)(1)) $110 $ 

□ Two months (37 CFR 1 . 1 7(a)(2)) $400 $ 

□ Three months (37 CFR 1.17(a)(3)) $920 $ 

Four months (37 CFR 1.17(a)(4)) $1,440 $1,440.00 

□ Five months (37 CFR 1.17 (a)(5)) $1,960 $ 

^ Applicant claims small entity status. See 37 CFR 1 .27. Therefore, the 

amount shown above is reduced by one-half and the resulting fee is: $720.00 

l"~l A check in the amount of the Pee is enclosed. 

Q Payment by credit card. Form PTO-2038 is attached. 

ri The Commissioner has already been authorized to charge fees In this 
application to a Deposit Account. 

The Commissioner is hereby authorized to charge any fees which may 

be required, or credit any overpayment, to Deposit Account 

Number 05-0849 . I have enclosed a duplicate copy of this sheet. 

I am the Q assignee of record of the entire interest. 
I I applicant. 

^ attorney or agent of record. 

□ Attorney or agent under 37 CFR 1.34(a). 

Registration number ff acting under 37 CFR 1.34(a). 

WARNING: Information on this form may become ftuhlte. Credit card Information should 
not be Included on this form. Provide credh^ard IflTorfnVujon fpd authorization on 
PTO-2038. 

4 April 2002 




Date Signature 

Marie S. Cohen, Reg. No. 42,425 



Typed or printed name 

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representatives(s) 
are required. Submit multiple forms if more than one signature is required, see below. 



I | | Total of forms are submitted. | 

Burden Hour Statement This form is estimated to take 0.1 hours to complete. Time will vary depending upon the needs of the 
Individual case. Any comments on the amount of time you are required to complete this form should be sent to the Chief 
information Officer, Patent and Trademark Office, Washington, DC 20231 DO NOT SEND FEES OR COMPLETED FORMS 
TO THIS ADDRESS, SEND TO: Assistant Commissioner for Patents. Washington, DC 20231. 



